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I HEREBY CERTIFY THAT THIS CORRESPONDENCE IS BEING FACSIMll F TRANSMITrtD TO THE 
U.S. PATENT AND TRADEMARK OFFICE (FAX NO. (5T1) 273-8300) ON THE DATE INDICATED 
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Date of rransmisaion: 3-06>-2009 By; /Stuart A, Whittinoton/ »j OSNTER 

Stuart Whitlington 0 6 20fl9 



IIN THE UN1T1£1> STATfiS PATENT AND Tl^DEMARK OFFICE 

In rc application of: 

Robert Gerald Kushncr AUy. Docket: 50065.00008 

Appln. Ser. No.: TO/712 J92 Group Art Unit: 3782 

Filed: 11/12/2003 Examiner: Morgan Jr., Jack H. 

For: PERSONAL ARTICLE HOLDliR WITTT ACCOMPANYING TOOL 

Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P,0, Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TO NOTICE OF NON-COMPLIANT APPEAL BRIEF 

In the Notice, the Office alleges certain deficiencies are present in Appellant's Brief in 
Support of Appeal filed August 8, 2007. By the attached Amended Bnef, Appellant attempts to 
address any noted deficiencies. This Amended Brief is being filed within the one month period far 
reply required in the Notice and thus no extoision of time is believed nccessaiy. 

Respectfully submitted. 

Dale: March 6, 2009 

/Stuart A. Wbittin^ton/ 



Stuart A. Whittington 
Attorney for Appellant 
Registration "No. 45,215 
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AFPHLLAN r"S Amended APPEAL BRIEF 

II.S. Appln. No. 10/712,792 RECEIVED 

CENTRAL FAX CENTER 

MAR 06 2009 

IN TlIK IJNITF.D STATF,S PATENT AND TRADEMARK OFFICE 

in re application of: 

Robert Gerald Kustmcr Atty. Docket: 50065.00008 

Appln. St:r. No.: 10/712,792 Group Art Unit: 3782 

Filed: 11/12/2003 Examiner: Morgan Jr., Jack H. 

For: PERSONAL ARTICLE HOLDER WITH ACCOMPANYING TOOL 

Mail Stop Appeal Brief-Patents 
Coramissioner for Patents 
P.O, Box 1450 
Aleximdria, VA 223 13-1450 

AIMRNOP.D RRIEF ON APPEAL fSFCTlONS V. and Vll. and ON[.Y) 
Pursuant to Appellant's Brief .on Appeal presented August 8, 2007 imd the notice of non- 
compliant appeal brief dated February 6, 2009, Appellant presents this amended Brief in appeal of 
the Final Rejection dated February 7, 2007. 
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APPELLANT'S Atricnded APPr^A.L BRTTTF 
U.S. Appln. No, 10/712,792 



MAR OS 2009 



V- SUMMARY OF CLAIMED SUB.TECT MATTER, 

^Vhc iadcpendeixt claims subject to this appeal are summarized and mapped to the specification as 
follows: 

1 - A personal article holder (10, 500^ 600, 700; Figs, 1 -3, 5-7) comprising; 

a clamping body having a clamping position and an open position and 
comprising an upper arm (20; Fig.l)\ a lower arm {30; Fig, /) pivotally (^0: Fig, I) connected at 
one end thereof, to a corresponding end of the upper arm such that personal articles may be 
retained bctv^ccn the upper and lower arm (spec, par [0025 J), said clamping body also having a 
cavity (2 J, 525, 625, 726; Fif^s. 7, 5-7) formed therein (spec. par. [0026J); 

attachment means (35, Fi^s. J, 7; spec. par. f 0025 J, which may be any 
mechanism or arran^i^emenl for facililalinir tcmportiry purmimt^nt fixaiian af clamping hady ta 
othtr surfaces including a clip, a magnet, VELCROtm, a suction cup, double sided tape, etc.; 
bpec par. [0032f) connected to the clamping body for attaching the clamping body to a desired 
surface; and 

a tool (26, 526, 626, 735, 736; Fij{s.2 and 4-7) operativci to be removably 
inserted into said cavity » wherein the clamping body further comprises a cushion member (52, 
54; Fi^.l) disposed on opposing surfacc.«i of each of the upper and lower arms, wherein the 

-3- 
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APPELLANT^S Amended APPEAL BRIKP 
U.S. Appln, No. 10/712,792 

cushion members arc operative to secure a pcnicnal article there between when the upper and 
lower armsi are in the clamped position (spec, par, [0028]). 

9. A holder (10^ 500, 600, 700; Figs. 1-3, 5-7) for supporting and securing objects 
comprising: 

an upper arm member (20; Fig. 1 ) having a first cushion (52; Fig.l) 
disposed on a bottom side thereof and a cavity (25; Fig, I ) disposed on a top side thereof; 

a lower arm member (30;FigJ) including a second cushion member 
{54;Fig. i), the lower arm member having side thereof hingcdiy attached to a corresponding side 
of the upper arm member such that the uppcsr tmd lower arm members form a clamping body 
whereby the first and second cushions face one another to secure an article there between when 
said upper and lower arm members arc in a closed position {spec, pars. [0026] and [0028J)\ 

a tool {26, 526, 626, 7i5, 736: f'igs.Z and 4-7) removably inscrtablc into 

said cavity; and 

an attachment portion (35, Fig.s\ /, 7; .spec, par. [0025]) disposed on a surlacc of 
the lower arm member opposite ibe secorxd cushion member, the attachment pordon for attaching 
the holder to a desired surface. 

-4- 
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APPKl.I.ANT'S Amended APPEAL BRIlil* 
U.S.Appln. No. to/712,792 

17. Aholder of p<?rsonal arlicles comprising: 

clamping means (upper arm 20, iowar arm SO, pivot 40; Fig. I; spec, pars: 
[0025], [0029], [0031 ] and as shown in Figr 5-7), for clamping at least a portion of a personal 
article in a secure? position, the clamping means including clasp means (nat separately designated 
but shown in upper left corner of Fig, J and described in detail in Appellant \s own prior U.S. 
Patent 6,564,432- of record) for securing the clamping means in a clamped position and cushion 
mcanii (52, 54, Fig.] ; spec, par, [0028]) fur gently and securely grasping the portion of the 
personal article when the clamping means is in the clamped position; 

attachment means (55, Figs. J, 7; spec, par. [0025], which may he any 
mechanism or arrangement for facilitating temporary or permaneni fixation of clamping body lo 
other surfaces including a clip, a magnet, VELCROtm^ a suction cup, double sided tape, etc.; 
spec par, [0032]) for attaching the clamping means to a desired surface: and 

tool securing means {cavities 25, 525, 625, and 726 and 
protrusions/panels 27, 528, 628, 725,727, 729; Figs. 3 and 5-7; spec. pars. [0030], [0033], 
[0054], [0036]) disposed on a surface of said clamping means for securing a provided tool to 
said clamping means. 

(End of Section V) 
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APPELLANT'S Amended Al^PEAL BRIEF 
U.S, Appin, No. 10/712,792 



Vn, ARGCtVlFNT , 

A. APPFXLANTVS CLAIMS 1, 7, 17 and 21 ARE NO r AN I ICIPA I RV SUZUKI. 
LEGAL STANDARD . 

It is well established that a claim is only anticipated under 55 U.S.C.§ 102 if each and 
cvcr>' fcaturc as set forth in the claims is found, cither expressly or inherently described, in a 
single prior art reference. P^erciegall Bros: v. Union Oil Co. of California, 814 h\2d 628, 631 
(Fed. Cir. 1987). "The identical invention musl be shown in as complete detail as is contained in 
tbe ,,,clyjni." Richardson v. Suzuki Motor Co,, 868 R2d 1226, 1236 (Fed. Cir, 1989), 

ARGUMENT , 

In the instant case, the Oflice Action a11ege:> Suzuki discloses all of the features of 
Appellant's independent claim 1 which recites: 
A perifonal article holder comprisinj^: 

a clampin^^ body having a clampinf^ position and an op&n position and 
comprising an upper arm; a lower arm pivotally connected at one end thereof to a 
corresponding^ end of the upper arm such thai personal articles may he retained hct'^een 
the upper and lower arm, said clamping body also having a cmity formed therein: 

attachment means connected to the clamping body for attaching the 
clamping body to a desired surface; and 

a tool operative to be removably inserted into said cavity, wherein the 
clamping body futher comprises a cushion member disposed on oppsing surfaces of each 
of the upper and lower arms, wherein th& cushion members are (operative to secure a 
personal article there between when The upper and tower arms arc In the clamped 
position.. 

Suzuki discloses a combination eyeglass holder and card holder. (Sec Figs. 1-6 and par, 
1 0023 J). 1 he Office Action alleges that element 2U of Su/uki is analogous to a tool operative to 

-6- 
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APPELLANT'S Amended APPfciAL BRIEF 
U.S. Appln. No. 10/712,792 

be removably inseried into [the device] cavity as claimed in Appellant^s claim I or Suzuki card 
holder is analogous to the "/oo/ securing meam"" as alleged recited in Appellant's independent 
elaim 17. RespeciTully, Appellant submits that element 20 is not a tool within the context of 
Appellant's specification, it is a card such as a business card. (Su:<uki par. 0004; 0005; 0006; 
0014, etc.). Appellant respectfully i>ubroits that the Office Action is interpreting its claim 
limitations with undue breath and in a manner which is inconsistent with how one of ordinarj' 
skill in the art would interpret Appellant's claims when read in light of Appellant's disclosure. 

The Office is required to interpret claims using the broadest reasonable interpretation 
which 15 consistent with the interpretation that those skilled in the art would give- In re 
Cortri^hl, 165 l\3d 1353,1359 (Fed. Cir. 1999). Such interpretation must also be consistent 
with the specification. In re Prater, 41 5 F.2d 1393, 1404.05 (CCPA 1969). 

In the Advisory Action dated 5/21/2007, the fcxaminer confirms its interpretation that 
Suzuki's busincRi^ card or credit card {or rc.«;pcctivc holder) is considered to be analogous to 
Appellant's claimed "tool" (or "tool securing means"). Appellant continues to respectfully 
disagree and assert that the business cards or even gas cards disclosed by Suzuki are NOT 
analogous to Appellant's claimed '"tool". 

With respect to claim 17, Appellant submits that the claim language invokes 
interpretation under 35 U.S.C. 1 12, sixth paragraph. Accordingly, the "tool securing means" can 
only be anticipated by Suzuki if the corresponding structure described Appellant's specification 
and equivalent; thereof , arc disclosed by Suzuki. 7/7 re Donaldson^ 1 6 F.3d 1 1 89 (Fed. Cir- 

-7- 
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APPRLf.ANT'S Amended APPEAL BRinF 
U.S. Appln. Mo. 10/712,792 

1 994) and In re- Dossel, 1 1 5 F.3d 942 (Fed, Cir 1 997). Apart from the fact that ±m Examiner 
has not even applied proper Office procedures in interpetation of Appellant's means plus 
function elements. Appellant respectfully submits that th.e '*tool securing means" structure (e.g.^ 
Figs. 3, 5, 6) disclosed in its specification I's indisputably different than the card holder disclostxl 
by Suzuki, Furthermore, Suzuki's card holding structure is not functionally equivalent, or even 
asserted to be, as that disclosed in Appellant^s speci Hcation. 

Lastly, Appellant's independent claim I recites the "clamping body [comprising an upper 
arm pivotally connected at one end thereof to a Iowct arm to retain perst)nal articles there 
between] also having a cayity_fQrmed therein ."' To the extent Appellant understands the Suzuki 
reference, tliere is no cavity formed in a clamping body (e.g., formed by Suzuki middle upper 
case 1 2 and glasses clip 13) which holds spectacles (personal articles). In fact, it appears that 
Suzuki includes an entirely separate arm member (i.e., lower case 1 1) to hold its cards. 

Because Suzuki fails to disclose Appellant's claimed caviiy, a tool operative to be 
inserted into the cavity, or tool securing means it cannot anticipate either of Appellant's 
independent claims 1 and 17 (or the claims which depend there from). In view of the foregoing, 
the Board is respectfully requested to ovcrmm the 102 rejection based on Suzuki. 
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APPELLANT'S Amended APPEAL BRIEF 
U.S. Appln. No. 10/712,792 

B-BL APPFLLANT^S Cl.ATMS AJIK PATENTABLE OWR TITE CITED PKEOK AK I 
CQMBINATIOINS, 

LEGAL STANDARD 

The PTO hears the burden of establishing a proper case o£ prima facie obviousness. Jn re 

Rijckaert, 9 F.3d 781, 783 (Fed. Cir. 1993). In order to satisfy this burden, [the Office personnelj 

must: (a) determine the iieopo and contents of the prior art; (b) ascertain the differences between 

the prior art and the cluims in issue; (e) determine the level of ordinary skill in the pertinent art; 

and evaluate any evidence of secondary considerations. Qrahain v. John Deere Co., 383 U.S.. 1 , 

17-18 (1966). If the proposed modification or combination of the prior art would "change the 

principle of upcidtion of the prior art invention being inodTfied, then the teachings of the 

references are not sufficient to render the claims prima facie obvious." In rc Raiti, 270 F,2d 810 

(CCPA 1959), Where the teachings of two or more prior art references conflict, the examiner 

must weigh the power nf each reference lo suggest solutions to one of ordinary skill in the an, 

considering the degree to which one reference might accurately discredit another. In re Youn^, 

927 F.2d 588 (Fed. Cin 1 991). If proposed modification would render the prior an 

unsatisfactory for its intended purpose, there is no suggestion or motivation to make ihc 

proposed modification. In ra Gordon^ 733 F.2d 900 (Fed, Cir. 1984). A statement that 

modifications of tlie prior art to meet the claimed invention would have been ^vell within the 

ordinary skill in the an at the time the claimed invention was made" because the references relied 

upon teach all aspects of the claimed invention were individually known in the art is not 

.sufficient to establish a prima facie case of obvioasness without some object reason to comhme 

-9- 
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APPELLANT'S Amended APPEAL BRIEI-" 
U.S. Appln. No. 10/712.792 

the Icacbinus of the references . Ex parte Levengood, 28 USPQ2d 1300 (Bd. Pat App. & Inter. 
1993). Instead, there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness . KSK International Co. v. Teleflex Inc., 550 U.S. 
, , 82 USPQ2d 1385, 1396 (2007). 

ARGUMENTS REBUTTING OBVIOUSNESS 

B, APPELLANT'S CLAIMS 1, 2, 7, 9-n, 14, 17-18 AND 20-22 ARE PATENTABLE 
OVER AINLEY IN VIEW OF CHANG . 

Appeliant respectfully submits that prima facie obviousness has not been established in 
respect to any of the present rejections because: (i) an objection reason for modifying Ainley 
with Chang has not been alleged and in fact, there is no legitimate reason these references would 
be combined as proposed in the Office Action: and (ii) the Office has failed to properly 
determine the scope and conients of the prior art and the diiferences between the prior art and 
Appellant's claimed invention in that even the combintition of references would fail to teach or 
suggest the limitations present In Appellant's claims. 

rHLRL: IS NO OBJi:C nVE RKASON to COMBINy/MQI):i> Y A)NLI::Y ANO CHANG 

Jn the first of the 103 rejections based on Ainley as a primary reference, the Office 
Action relies on Ainley to disclose the majority of Appellant's independent claim limitations 
(e.g., claims 1, 9 and 17) with the exception of a tool operative to be removeahfy inserted into a 
cavity (claims 1 and 9), or looi securing means disposed on a surface of said clamping means 
(claim 17). 

- 10^ 
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APPKLLAN i 'S Ammded AP.PKAL BRttb* 
U.S. Appln. No. 10/712,792 

The Office Action attcmptii to remedy this deficiency of Ainlcy by relying on Chang, 
which discloses a clip board having a removable calculator to make up for this notable 
dciiciency alleging would have been obvious to a person having ordinary skill in the art..,, 
to configure the recess (which Appellant submits ser\'es no purpose other ihan an aesthetic 
appearance) of Ainley et al, in such a manner to be able to removably insert Chang's calculator 
in order to provide a convenient mountinE surface for the calculator .'* Appellant respectfully 
disagrees and submits that there is no proper motivation for combining/modifying Ainley with 
Chang as suggested as suggested in the Ofticc Action and thus all rejections based upon this 
reasoning an; bclicvtxl improper and should be withdrawn on this basis alone. The Office Action 
alleges it would be obvious for the skilled artisan to modify Ainley with the calculator of Chang 
"in order to provide a convenient mounting surface for the calculator." (S/1 7/06 Office Action 
pg. 8 and 2/7/07 Final Office Action pg. 3). Appellant continues to be[ieve that this alleged 
articulation to combine/modify references is fundamentally flawed. Bccauf^e Chang already 
discloses a clip which has "a conyenicnt mounting surface for the calculator, ^^ the motivation 
suggested in the Office Action record is not supported by any *Vational underpinnings*' and thus 
cannot support a legal conclusion of obviousness, KSR Jntarnational Co. v. 'fclcflcx Inc. , 550 

U.S. 3 , 82 USPQ2d 1385, 1396 (2007). Accordingly, Appellant believes the rejection.s 

which propose the combination/modification of Ainley with Chang are believed to be 
insufficient on its face and should be withdrawn, 

-11- 
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APFliLLAN l ' S Amended AlTliAL JJRlbt 
U.S. Appln. No. 10/712,792 

In point of fact. Appellant can find no legitimate xeason why one of ordinary skill in the 
art would modify Ainiey, which indisputably discloses a caddy designed for holding various 
types of spectacles (Ainley co3. U )K 1-5; 19-22; 36-37, etc.), and Chang, which discloses a clip 
board for holding paper that includes a calculator. While it is apparent why a calculator would 
be u:9cful in conj unction with a clipboard and papcr^ there is no such apparent reason why a 
spectacles caddy should include a calcu1atc}r or integrated removable tool/accessory. More 
likely. Appellant respectfully submits, the motivation to do so, and in the specific arrangement 
claimed by Appellant, is derived solely on the impermissible hindsight ol' Applicant's disclosure. 

'*The key to supporting any rejection under 35 U.S.C. 1 03 is the clear articulation of the 
reason(s) why the claimed invention would have been obvious. KSIi Iniernational Co. v- 

Teleflex {rtc, 550 U.S. , 82 USPQ2d 1385, 1396 (2007). "[Rjcjcctions on obviousness 

cannot be sustained v/ith mere conclusory staLemenLs; instead:, there must be some articulated 
reasoning with some rational underpinning to support the legal conclusion of obviousness.^' In ra 
Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006; emphasis added). 

Because the proposed motivation for combining/modifying Ainley and Chang is not 
present in either of the cited references, and because no articulated reason having any rational 
underpinnings appears to exist for combining/modifying these references (or has one been 
alleged)^, Appellant submits that prima facie obviousness has not been established. In view of 
this reason alone. Appellant respectfully submits that the rejection of Appellant's claims based 
on the combination of Ainley and Chang are improper and should be overturned. 
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THF. COMRTNATTONS BASRD ON ATNLFY AND CHANG FAIL TO THACH OR 
SUGGEST APPELLANT'S CLAJM LIMITATIONS, 

The entire premise of the rejections based on the combination of Ainley and Chang is that 
the Office Action alleges tliat Ainley discloses a "cavit>'" formed in the clamping body which 
could be configured or naodificd to hold the calculator of Chang (8/17/06 Office Action pg. 7; 
2/7/07 Final OH ice Action pg, ). The 2/7/02 Final OfHce Action describes il as an "un-numbered 
recess in the top middle face of 3 , , , " Because it is not numbered or referenced in the cited 
patent, Appellant can otily assume the slight circular recess shown in the figures of Ainley and 
referenced by the Office Action docs not appear to serve any utilitarian purpose and therefore is 
merely an ornamental feature. Thus this alleged "cavity*' disclosed by Ainley, even if combined 
With the calculator of Chang, is NO T a cavity into which a tool (i.e., Changes calculator) could 
be insertably removed as expressly recited in Appellant's independent claims 1 and 9 (note that 
-\inlcy has a minor circular depression and Chang shows a rectangular calculator). 

Moreover, "the un-numbered recess*- cannot be considered a tool secKring means as 
clajuied in Appellant's independent claim 17. In faclj by the Office Action's own Nlatemcnl, the 
"cavity*' of Ainley would still have to be modified, if even pos^sible^ to receive Chang's 
calculator. While the Chang clipboard may include such a cavity, Changes clip omits several 
other elements expressly claimed by Appellant and thus even when Ainley is modified with 
Chang as proposed in the OfFice Action, the limitations expressly recited in Appellant's 
independent claims .1 . 9 and 1 7 are not disclosed or suggested and certainly at least v^ihout 
requiring "further" modification. 

-13- 
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Por all the foregoing reasons^ Appellant respectfully submitsc all the pending claims are 
patentable over the combinatioas based on Ainley and Chang and requests the Board to overturn 
this §103 rejection based on the combination of Ainley and Chang. 

C. APPKLI.AINT^S CLAIIVI 8 IS PATENTABLE OVER AINLEY IN VIEW OF 
CHANG AND TN FURTHER \TEW OF LEUNG . 

Appellant's claim S depends from claim 2 and includes the limitations of independent claim 
1 by virtue of its dependency thereon. Applicant respectjfully subnnits that Leung is cited to teach 
certain features regarding a calculator but fails to remedy the deficiencies with respect to the 
rationale for combining, as well as ihc resulting teaching's of, Ainley and Chang as previously 
discussed in nunabered ijaragrapb J8. Acwrdingly, Applicant submits that the rejection of claim 8 is 
improper and should be overturned for at least the same reasons previously discussed and such 
action is respectfully solicited, 

D- APPELLANT'S CLAIMS 1, 2, 7. 9, IL 14 AND IS ARE PATENTABLE OVER 
HOLLANP IN VIEW OF JO > 

Appellant respectfully submits that prima facie obviousness has not beeu estiiblished in 
respect to any of the present rejections based on the combination of Holland and Ju because: (i) 
an objection reason for modifying Ainley with Chang has not been alleged and in fact^ there is no 
legitimate reason these references would be combined as proposed in the Qilice Action; and (ii) 
the Office has failed to properly determine the scope and contents of the prior art and the 
differences between the prior art and Appellant's claimed invention in that even the combination 
of references would fail to teach or suggest the limitations present in Appellant's claimii. 

- 14- 
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THERE IS NO OBJECTIVE REASON TO COMBINE/MODIFY HOLLAND AND JO AS 
PROPOSED 

Claims 1-2. 7, 9, 11, 14 and 18 arc rejected under 35 U.S.C 103 based on the combination 
of Holland and Jo. The Oflicc Action cites Holland as disclosing the limitations of the rejected 
claims with the exception of cushion members disposed in the clamp. To make tip for this 
deficiency, the Office Action relies on Jo alleging ''It would have been obvious.. .to make the 
holder of Holland with the cushions Eind attachment chp ol' Jo in order to securely ^rip the item 
hciufi he ld without damaging it, m well as to attach the object holder to t he clothing of a user." 

In rebuttal, Appellant respectlully submits that again^ this does not appear to be an 
objective reason to combine Holland and Jo in the manner proposed in the Office Action. 
Holland, similar to previoasly cited Chang, is directed toward ase with a ch'p board (See h'ig. 8) 
and is used for holding paper. Appellant respectfully submits that first, there is no reason to 
suspect that gripping an item using the clip shovm by Holland (Fig. 4) would damage an item 
being held (i.e., paper) . Second, Holland already discloses a means for potential hanging 
clamping apparatus 10 (via base member 12) using an aperture 29 and corresponding fastener or 
an adhesive or magnet (Holland; col. 3, II. 38-49). 

Respectfully, the proposed combination/modification of these references^ a.s with those 
previously proposed, is transparently derived in the piecemeal attempt to reconstruct Appellant's 
claims using tlie impermissible hindsight of Appellant's disclosure as a guide. As is well 
established from KSR^ simply because a reference can be modified to meet the limitations of an 

- 15- 
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Appellant's invention does not render the invention obvious without some articulated reasoning 
having some rational underpinning to support the legal conclusion of obviousness. Appellant 
rcspcctfally submits that since the rationale of record, i.e., Holland's device fails to securely grip 
and causes damages to iteins does not appear exiiit (the alleged motivation for modifying with 
the cushions of Jo) there is no proper rationale to include the cushion membmN or attachment clip 
of Jo in the clamping apparatus with removably assembly of Holland (and certainly not placed in 
the specific manner claimed by Appellant). Thus prima facie obviousness is not believed to 
have been established. Vot this reason alone, all 103 rejections based on the proposed 
combination of Holland and Jo are believed to be improper aad should be overturned. 

THE COMBTNATTON OF HOLLAND AND JO FATE TO TEACH OR SUGGEST ^ HE 
LIMITATQNS PRESENT IN APFELLAN REJECTED CLAIMS 

Even assuming it would be proper to modify Holland with the teachings of Jo as 

proposed in the Office Action (ar^wndo), these references taken alone or in combination, fail to 

teach or suggest the litnitatioas present in Appellant^js independent claims L 9, 17 or the claims 

which depend there from (claims 2, 7, 1 K 14 and 1 8). For example, claim 1 recites a loy^Qr arm 

pho(uUy connected at one end thereof, to a corresponding end of the upper arm. By contrast^ 

Holland, which is cited as disclosing an analogous clamping body discU>ses apivot mechanism 

(eg., hinges 1 8) which are cormected in a middle area (see Fig. 4) as opposed on corresponding 

ends/sides of a clamping body as recited by Appellant's claims. The position of the pivot 

between upper and lower arms of Holland (readily seen in Holland Fig. 4) is crucial to be located 

in a middl e portion , to "facililalc a user pressing thereon [rear portion of upper member 14] to 

-16- 
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separate the forward edge portions 13a, 15a of the base and upper memhers 1 2, 14, respectively 
(Holland; eol. 3, IL 10-15). 

The OITice Action alleges that these are "ends ' and analogous to the bottom surface of 
the upper arm and top surtaec of the bottom arm. However once again, the Office appears to be 
interpreting Appellant's claims incorrectly and/or with undue breath. The skilled artisan would 
recognize that the opposing surfaces of the Holland's clamp 10 arc not *'ends" pivotally 
connected. Appellajat*s claim .14 further requires a clip disposed on a surface of the lower arm 
opposite the cushion member. This is not possible with the Holland clip configuration. 

Because Holland fails to teach or suggest at least the claimed upper and lower arm 
members pivotally connected on corresponding ends, Holland cannot disclose the clamping body 
claimed by Appellant in claim 1 orrciatcd limiiations in claim 9 or the corresponding structure 
and its functional cquivdlcnts of the clamping means recited in independent claim 1 7 (as well as 
the rejected claims which depend there Iiom). 

Lastly, claim 18 by virtue of its dependency on claim 17 requires a "clasping means/' 
which is not only not disclosed or suggested by Holland, but in fact Holland teaches away frorn 
this limitation and instead requires a spring element 26. 

For all the foregoing reasons. Appellant respectfully requests the Board to overturn the 
103 rejection based on the combination of Holland and Jo. 

E. APFELLAINT^S CLAIMS 10 AND 20 ARE PATENTABLE OVER HOLLAND IN 
VIEW OF JO AND IN FURTHER VIEW OF ATNLEY . 

-17- 
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U,S, Appbi. No. 10/712,792 

AppelUuifs claims 10 and 20 rcspoclivcly depend liom independent claim 9 and include 
claim 9 limitations by virtue of their dependency thereon. Applicant rcspcctlully submits Qial 
Aiiilcy is cited lo leach certain Icaturcs regarding plastic but lidls to remedy the deiieicneies with 
respect Lo the rationale for combining, as well as the resulting teachings of, Holland and Jo as 
previously disicu:ised in numbered paragraph D above. Accordingly, Apphcant submits that the 
rejection of claims 10 and 20 is improper and should be overturned for at least the same reasons 
previously discussed and such action is respectfully solicited. 

F. APPFXLANT^S CXAIM 8 IS PATENTABLE OVER HOLLAND IN VIFAV OF JO 
TN FIJRTHRR VIEW OF LRIJNC. 

Appellant's claim 8 depends from claim 2 and includes the limitations of independent claim 
1 by virtue of its dependency thereon. Applicant res-pectfully submits that Leung is cited to teach 
certain features regarding a calculator but fails to remedy the deficiencies with respect to the 
rationale for combining^ uis well as the resulting teachings of, Holland and Ju as previously 
discussed in numbered paragraph D above. Accordingly, Applicant submits that the rejection of 
claim 8 is improper and should be overturned for at least the same reasons previously discussed and 
such action is respectfully solleiled. 

G. APPELLANT^S CLATM 19 IS PATENTABLE OVER HOLLAND IN VI KW OK JO 
FN VIEW OF AINLEV ITS! FLTRTHERAaENV OF SUZUKI. 

Appellant's claim 19 depends from claim 1 and includes the limitations of ijndepecdent 
claim 1 by virtue of its dependency thereon. Applicant respectfully submits that iSuy.uki is cited to 
teach certain features regardinsz ABS plastic but fails to remedy the deficiencies with respect to the 
rationale for combining, as well as ihe resulting teachings of. Holland and Jo as previously 
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APPELLANT'S Amended APPEAL BRIEF 
U.S. Appln. No. 10/712.792 

discussed in numbered piiragraph D above. Accordingly, Applicant submits thai the rejijction of 
claim 19 is improper and should be overturned for at least the same reasons previously discoisscd 
and such action is respscLlully requ^^sltsd. 

H. AFFELLAN i CI.AIMS 19 ANl) 22 ARK PATENTABLE OW.R SUZTJKT IIN 
\aEW OF AINLRY , 

The Office Aclion alleges that Su'zuki (JP 10226279 cited above in Paragraph A in 
respect to the 102(b) rejection?; of Appellant's independent claims 1 and 17) discloses all the 
limitations of claims 19 and 20 with the exception of clamping means comprising an upper and 
lower arm formed of an iajection molded plastic. I'he Office Action relies on Ainley to make up 
for this deiicicncy. Appellant's claim 19 depends from independent claim 1 and claim 22 
depends from independent claim 1 7. Appellant respectfully submits that even assuming it were 
proper to combine these references as suggested {arguendo). Suzuki and Ainley, taken alone or 
in combination^ fail to teach or suggest the J iniitations recited in Appellant's claims 19 and 20, or 
claims 1 and 1 7 from which they depend. 

As discussed previously in number paragraph A above with respect to the rejection under 
35 U.S.C.§ 102, Suzuki discloses a dual bolder for I for holding cards and glasses. There is no 
tool or tool securing means disclosed or suggested by Suzuki as implied by the Final Office 
Action dated 2/7/07, Accordingly, Suzuki fails to disclose or suggest the limitations present in 
claims 19 and 20 by virtue of their dependency on independent claims 1 or 17: 
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- a tool operative to be removably inserted into said cavity (as recited in claim 1 from 
which claim 1 9 depends) 

'tool securing means disposed on a surface of said clamping means for securing a 
provided tool to said clamping means (as recited in claim 1 7 froro which claim 22 depends) 

Because Suzuki and Ainiey, taken alone or in cocnbiDatio.n, fciil to teach or suggest ihcsc 

features, prima Jacic obviousness has not been established with respect to these claims. For all 

thti foregoing reasons. Appellant respectfully submit:^ the 103 rejection based on Suzuki and 

Ainiey is improper and should be overturned, 

(Endof Section VH) 



Respectfully submitted, 

/Stuart, A. Whitt i ngton/ 

Stuart A. Whittington 
Attorney for Appellant 
Registration No. 45,215 

(480) 203-3235 

Date: March 6, 2009 
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